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DETAILED ACTION 
Claim Rejections - 35 USC §101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

2. Claims 32-41 rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. 

Regarding claims 32-41, when nonfunctional descriptive material is recorded on some 
computer-readable medium, either in a computer or on an electromagnetic carrier signal, it is not 
statutory since no requisite functionality is present to satisfy the practical application 
requirement. Merely claiming nonfunctional descriptive material (i.e. abstract ideas) stored in 
some computer readable medium, either in a computer or on an electromagnetic carrier signal, 
does not make it statutory. See Diehr, 450 U.S. at 185-86 USPQ at 8. A claimed signal does not 
itself have physical structure nor does a claimed signal perform any useful, concrete, or tangible 
result. Thereby, a signal, which is a form of energy and an abstract idea, does not fall within one 
of the four statutory classes of subject matter. 

More particularly, independent claims 32 and 37 are directed to "a machine-readable 
medium having a plurality of instructions, for at least one processor, stored therein, wherein 
when the instructions are executed by the at least one processor, the at least one processor is 
configured to...". The specification, however, states a "computer-readable medium may include 
one or more memory devices and/or carrier waves" (see Specification, 0025). Because the 
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exemplary mediums include non-statutory subject matter, independent claims 32 and 37 as well 
as all dependent claims are thereby directed to non-statutory subject matter. 
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Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1, 8, 11-13, 18-24, 27, 29, 32-33, and 37-38 are rejected under 35 
U.S.C. 102(b) as being anticipated by Fano (US 6317718). 

Regarding claim 1, Fano teaches a method for requesting and receiving item location 
information from a portable device, the method comprising: 

establishing a session between the portable device and a server (see at least: abstract, col. 
47 lines 20-24, Fig. 17); 

sending, from the portable device to the server, a selection of at least one item; receiving 
the selection at the server (see at least: abstract, col. 1 lines 13-23, col. 47 lines 40-46); 

accessing, by the server, location information regarding the at least one item; sending, by 
the server, the location information to the portable device; receiving, at the portable device, the 
location information from the server; and outputting, by the portable device, the location 
information (see at least: col. 47 lines 47-56, Fig. 27). 
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Regarding claims 12, 20, 27, 32, and 37, claims 1, 12, 20 5 27, 32, 37 closely parallel 
claim 1 and are thereby rejected under the same rationale. 

Regarding claims 8, 11, 13, 18-19, 21-24, 29, 33, and 38, Fano teaches: 
(8) sending, by the server, a menu of items to the portable device; receiving and 
outputting, by the portable device, the menu of items; and selecting, by a user via the portable 
device, the at least one item from the output menu of items (see at least: col. 47 line 25-col. 48 
line 26, Fig. 27). 

(11) wherein the location information includes a location of each of the at least one 
selected item (see at least: col. 47 lines 47-56, Fig. 27). 

(13) wherein the processing logic is further configured to: output, to the display, a menu 
of items received from the server, wherein the receiving the selection occurs as a result of the 
user selecting the at least one item from the displayed menu of items (see at least: col. 47 line 47- 
col. 48 line 26, Fig. 27). 

(18) wherein the processing logic is further configured to send the selection of the at least 
one item to the server via an e-mail message (see at least: col. 32 line 60-col. 33 line 6). 

(19) wherein the processing logic is configured to receive the location information about 
the at least one item from the server via an e-mail message (see at least: col. 32 line 60-col. 33 
line 6). 

The Examiner notes that the PDA is configured to send/receive emails. 
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(21) second processing logic, an input device connected to the second processing logic, a 
display connected to the second processing logic, and a wireless communication interface 
connected to the second processing logic, wherein: the second processing logic is configured to: 
receive an indication of at least one item from a user via the input device, send the indication of 
the at least one item to the server via the wireless communication interface, receive, via the 
wireless communication interface, the location information regarding the at least one item from 
the server, and output the location information on the display (see at least: col. 47 line 25-col. 48 
line 26, Fig. 27). 

(22) wherein the first processing logic is further configured to determine whether the 
device is at a particular site (see at least: col. 47 line 58-col. 48 line 26, Fig. 27). The Examiner 
notes that the system can determine if a store closest to a user has an item of interest and thereby 
determines whether a user is at a particular site. 

(23) wherein the first processing logic is further configured to send an indication to the 
portable device indicating whether the portable device is located at a particular site (see at least: 
col. 47 line 58-col. 48 line 26, Fig. 27). The Examiner notes that displaying the particular items 
of interest indicates that the user is at a particular site. 

(24) cause at least one menu to be displayed when the second processing logic determines 
that the device is not located at a particular site, and refrain from causing the at least one menu to 
be displayed when the second processing logic determines that the device is located at the 
particular site (see at least: col. 47 line 58-col. 48 line 26, Fig. 27). The Examiner notes that 
general merchandise (i.e. at least one menu) is displayed when the user is not at a particular site 
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and an specific items of interest are displayed when the user is at a particular site; thereby, the 
system refrains from showing general merchandise (i.e. the at least one menu). 

(29) means for selecting a particular menu for display (see at least: col. 47 line 58-col. 48 
line 26, Fig. 27). 

(33) wherein the at least one processor is further configured to: receive, from the server, a 
menu of items located at a particular site, output the menu of items; and allow a user to select the 
at least one item from the menu of items (see at least: col. 47 line 25-col. 48 line 26, Fig. 27). 

(38) send a menu of items located at a particular site to the device (see at least: col. 47 
line 25-col. 48 line 26, Fig. 27). 
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Claim Rejections - 35 USC §103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fano in view 
of Official Notice. 

Regarding claim 2, Fano teaches all of the above and further teaches accessing a 
wireless network using a PDA in a shopping mall setting. Fano further suggests the wireless 
device connecting directly to a server without the use of any special equipment at the shopping 
mall location (see at least: col. 47 lines 25-39). Fano, however, does not expressly teach wherein 
the session is established via a direct wireless connection between the portable device and the 
server. The Examiner takes Official Notice to establishing a direct wireless connection between 
the portable device and the server. It would have been obvious to one of ordinary skill in the art 
at the time of invention to have modified the invention of Fano to have included wherein the 
session is established via a direct wireless connection between the portable device and the server 
as taught Official Notice in order to provide a system that does not require any special equipment 
at the shopping location (see at least: Fano, col. 47 lines 25-39). 
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7. Claims 3-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Fano in 
view of Parkyn (US 20040215524). 

Regarding claims 3-5, Fano teaches all of the above and teaches using a mobile wireless 
device (see at least: Fig. 1 7). Fano, however, does not expressly teach wherein the session is 
established from the portable device to a wireless access device that establishes a connection to 
the server, where the connection between the wireless access device and the server is one of a 
WiFi connection and an optical connection, and wherein the connection between the wireless 
access device and the server is via a network to which the server is connected. Parkyn teaches 
wherein the session is established from the portable device to a wireless access device that 
establishes a connection to the server, where the connection between the wireless access device 
and the server is one of a WiFi connection and an optical connection, and wherein the 
connection between the wireless access device and the server is via a network to which the 
server is connected (see at least: abstract, 0012, 0022, Fig. 2). The Examiner notes that a user 
connects to a WiFi network and then to the vendor system. It would have been obvious to one of 
ordinary skill in the art at the time of invention to have modified the invention of Fano to have 
included connecting to a wireless device that establishes a session with a server as taught by 
Parkyn in order to provide patrons located in wireless hotspots with easy network access using 
their wireless-enabled device (see at least: Parkyn, 0003). 
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8. Claims 6-7, 9, 34-35, and 39-40 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fano in view of Svvartz et al. (US 6937998, herein referred to as Swartz). 

Regarding claims 6, 9, 34, and 39, Fano teaches all of the above as noted and further 
teaches: determining whether the portable device is located at a particular site; when the server 
determines that the portable device is located at the particular site: sending, by the server, a 
menu of items located at the particular site to the portable device, receiving and outputting, by 
the portable device, the menu of items, and selecting, by a user via the portable device, the at 
least one item from the menu of items at the particular site (see at least: col. 47 line 58-col. 46 
line 26).The Examiner notes that the system determines whether a user is at a particular site/store 
by determining if the store has items of interest to the user and displaying a menu of those items 
of interest. Additionally, when the server determines that the portable device is not located at the 
particular site (i.e. the store does not have items of interest), it displays stores in the vicinity of 
the portable device along with the merchandise they offer. 

Fano also teaches sending, from the server to the portable device, a menu of items located 
at the particular site, receiving and outputting, at the portable device, the menu of items located 
at the selected particular site, (see at least: col. 47 line 58-col. 48 line 26, Fig. 27)) and selecting, 
by a user via the portable device, the at least one item from the menu of items at the particular 
site (note the user "selects" and item). 

Fano, though teaching the presentation of additional and alternative stores to the user, 
Fano does not expressly teach selecting, at the portable device by the user, one of the particular 
sites and sending an indication of the one of the particular sites to the server. Swartz teaches 
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selecting, at the portable device by the user, one of the particular sites and sending an indication 
of the one of the particular sites to the server (see at least: col. 9 lines 38-64, Fig. 10). It would 
have been obvious to one of ordinary skill in the art at the time of invention to have modified the 
invention of Fano to have included selecting, at the portable device by the user, one of the 
particular sites and sending an indication of the one of the particular sites to the server as taught 
by Swart in order to allow a user to locate a particular supplier of products or services to expedite 
the processing of a mall transaction (see at least: Swartz, col. 9 line 65-col. 10 line 3). 

Regarding claims 7, 35, and 40, Fano in view of Swartz further teaches wherein the 
particular sites include a plurality of stores (see at least: Fano: col. 47 line 25-col. 48 line 26, 
Fig. 27; Swartz: Fig. 1-2). 

9. Claims 10, 14-15, 25, 28, 30, 36, and 41 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fano in view of Perkowski (US 20020194081). 

Regarding claims 10, 14, 28, 36, and 41, Fano teaches all of the above and further 
teaches a PDA with email capabilities (see at least: col. 32 line 60-col. 33 line 6). Fano, however, 
does note expressly teach providing a user of the portable device with an option of having results 
sent via e-mail to an e-mail address provided by the user via the portable device. Perkowski 
teaches providing a user of the portable device with an option of having results sent via e-mail to 
an e-mail address provided by (he user via the portable device (see at least: 0915, 0922, 0935). It 
would have been obvious to one of ordinary skill in the art at the time of invention to have 
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modified the invention of Fano to have included providing a user of the portable device with an 
option of having results sent via e-mail to an e-mail address provided by the user via the 
portable device as taught by Perkowski in order to o request and obtain information about a 
service-provider's consumer service so as to make informed/educated purchases (see at least: 
Perkowski, abstract). 

Regarding claims 15 and 25, Fano teaches all of the above as noted and further teaches 
implementing speech recognition and touch sensitive displays (see at least: Fig. 26). Fano, 
however, does not expressly teach wherein the processing logic is further configured to receive 
the selection of the at least one item when the user touches the touch screen with one of an 
electronic pen, a stylus, and a finger in an area where a representation of each of the at least 
one item is displayed on the display. Perkowski teaches wherein the processing logic is further 
configured to receive the selection of the at least one item when the user touches the touch 
screen with one of an electronic pen, a stylus, and a finger in an area where a representation of 
each of the at least one item is displayed on the display (see at least: 0037-0038, 0092, 0122, 
0124). It would have been obvious at the time of invention to have modified the invention of 
Fano to have included a touch-screen display as taught by Perkowski in order to allow users to 
easy access and display information associated with a particular consumer product by simply 
touching the graphical image or icon of a particular consumer product displayed on the touch- 
screen enabled (see at least: Perkowski, 0124). 
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10. Claims 16-17, 26, and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Fano in view of Malackowski et al. (US 20030027555, herein referred to as 
Malackowski). 

Regarding claim 16, Fano teaches all of the above and further teaches the use of a touch 
sensitive screen (see at least: Fig. 26). Fano, however, does not teach wherein the processing 
logic is further configured to receive the selection of the at least one item when the user writes a 
name of the at least one item on the touch screen with one of an electronic pen, a stylus, and a 
finger. Malackowski teaches wherein the processing logic is further configured to receive the 
selection of the at least one item when the user writes a name of the at least one item on the 
touch screen with one of an electronic pen, a stylus, and a finger (see at least: abstract, 0018, 
0115). The Examiner notes that the user may dial in the item name with the keypad. It would 
have been obvious to one of ordinary skill in the art at the time of invention to have modified the 
invention of Fano to have included wherein the processing logic is further configured to receive 
the selection of the at least one item when the user writes a name of the at least one item on the 
touch screen with one of an electronic pen, a stylus, and a finger as taught by Malackowski in 
order to allow a user of a mobile wireless device to easily obtain information via an IVR by 
simply typing in the product name (see at least: Malackowski, 0018, 0058). 
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Regarding claims 17, 26, and 30, Fano teaches all of the above and further teaches the 
use of a touch sensitive screen (see at least: Fig. 26). Fano, however, does not teach wherein the 
processing logic is further configured to receive the selection of the at least one item when the 
user says a name of the at least one item. Fein teaches a user selecting the title. Malackowski 
teaches wherein the processing logic is further configured to receive the selection of the at least 
one item when the user says a name of the at least one item. Fein teaches a user selecting the 
title (see at least: abstract, 0018, 0115). The Examiner notes that the user may dial in the item 
name with the keypad. It would have been obvious to one of ordinary skill in the art at the time 
of invention to have modified the invention of Fano to have included wherein the processing 
logic is further configured to receive the selection of the at least one item when the user says a 
name of the at least one item as taught by Malackowski in order to allow a user of a mobile 
wireless device to easily obtain information via an IVR by simply speaking the product name 
(see at least: Malackowski, 0018, 0058). 

11. Claim 31 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fano in view 
of Ogasawara (US 6386450), 

Regarding claim 31, Fano teaches all of the above as noted and further teaches 
displaying the precise location of a customer in a shopping facility (see at least: Fig. 27). Fano, 
however, does not expressly teach displaying a location where each of the at least one item is 
located in a store. Ogasawara teaches displaying a location where each of the at least one item is 
located in a store (see at least: abstract, col. 1 lines 12-16, col. 4 line 40-col. 5 line 4, col. 6 lines 
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41-63, Fig. 8). It would have been obvious to one of ordinary skill in the art at the time of 
invention to have modified the invention of Fano to have included displaying a location where 
each of the at least one item is located in a store as taught by Ogasawara in order to provide a 
system that saves a customer time and money (see at least: Ogasawara, col. 2 lines 14-15). 
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Conclusion 



12. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

• US 5938721 discloses a position based personal digital assistant 

• US 20010034664 discloses a systems and methods for performing e-commerce and communications over a 
network 

• US 20020174021 discloses an optimized shopping list process 

Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to William J. Allen whose telephone number is (571) 272-1443. 
The examiner can normally be reached on 8:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeff A. Smith can be reached on (571) 272-6763. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



William J. Allen 
Patent Examiner 



September 7, 2006 




